REMARKS 

Claims 21-44 and 61-63 will be pending in the application after entry of the forgoing 

amendment. 

The Examiner rejected claims 21-44 under 35 U.S.C. § 112, second paragraph; 
rejected claim 21-29, 31, 33-35, 37-41, 44, 48-49, 52-56, 59-60 under 35 U.S.C. §103 as 
being unpatentable overU.S Patent Application 2002/01 71 731 A1 to Saund in view of U.S. 
Patent 6,467,978 to Tideman; rejected claim 30 under §103 as being unpatentable over 
Saund in view of Tideman, Jr., further in view of U.S. Patent 5,927,872 to Yamada; 
rejected claim 32 under § 103 as being unpatentable over Saund in view of Tideman, Jr., 
further in view of U.S. Patent 5,525,027 to Jinno et al.; rejected claim 36 under §103 as 
being unpatentable over Saund in view of Tideman, Jr., further in view of U.S. Patent 
6,045,871 to Matt et al.; and rejected claims 42-43, 50-51, 57-58 under §103 as being 
unpatentable over Saund in view of Tideman, Jr., further in view of U.S. Patent 3,553,371 
to Suenaga. 

Applicant has amended, inter alia, base claim 21. 

Applicant submits that the pending claims, as amended, are nonobvious in view of 
the art of record, and othenwise comply with the statutes and regulations. 

Support for "receiving first data corresponding to geometric properties of features of 
an external surface of a building or civil engineering work" in amended claim 21 , may be 
found, for example, in the Figure 1 and the Specification text: 

It is recommended to mount the satellites already when evaluating the geometry 
properties of the object face. (Specification translation filed July 26, 2004, page 
5 lines 10-12) . . . the object face has been recorded previously by using 
measurement techniques, resulting in a digital object, which is for example a 
CAD- representation of the surface, and that next to this a template of the 
desired design object has been implemented according to the designer's wishes, 
i.e., there is a geometric assignment of the color data to the real positions of the 
object face available, see Fig. 1. (Specification translation filed July 26, 2004, 
page 2 lines 4 - 9) ... to apply existing digital image data onto arbitrary faces of 
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objects like buildings and public and civil engineering works. The herewith 
claimed method allows the operator of the paint application device to work 
intuitively by moving the device in an arbitrary sequence over arbitrary positions 
of the object face. This intuitive way of operation especially enables to paint the 
surface completely, also around protrusions, balconies, doors, windows, sills or 
cornices. (Specification translation filed July 26, 2004, page 1 lines 37-43). 
Support for "generating second data, the second data depending on the first data 
corresponding to the geometric properties of features of the external surface and 
depending on data corresponding to the design" in amended claim 21 , and for new claims 
61 and 62, may be found, for example, In the Figure 1 and the Specification text: 

the object face has been recorded previously by using measurement techniques, 
resulting in a digital object, which is for example a CAD- representation of the 
surface, and that next to this a template of the desired design object has been 
implemented according to the designer's wishes, i.e., there is a geometric 
assignment of the color data to the real positions of the object face available, 
see Fig. 1 . (Specification translation filed July 26, 2004, page 2 lines 4 - 9). . . to 
apply existing digital image data onto arbitrary faces of objects like buildings and 
public and civil engineering works. The herewith claimed method allows the 
operator of the paint application device to work intuitively by moving the device 
in an arbitrary sequence over arbitrary positions of the object face. This intuitive 
way of operation especially enables to paint the surface completely, also around 
protrusions, balconies, doors, windows, sills or cornices. (Specification 
translation filed July 26, 2004, page 1 lines 37-43). 
Support for new claim 63, may be found, for example, the Specification text: 
Based on the messages the operator is able to recognize regions, where 
intervisibility issues within the first measurement system occur. If he has 
identified an aforesaid region, he is advised to bring the paint application device 
into contact with the object face at a point of known position and to move the 
device into the said region shortest or quickest path. (Specification translation 
filed July 26, 2004, page 4 lines 14-20). 
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Regarding the rejections under § 1 03, Applicant notes that Saund discloses a hand- 
held printer system for printing a stored image onto a surface or other media. Various 
embodiments are adapted for hand-held printing onto the surface of a whiteboard. In 
embodiments, the printer system comprises a marking mechanism including at least one 
print head, a global position sensing system that senses a position of the at least one print 
head, and a control mechanism that actuates the at least one print head based on the 
sensed position. In other embodiments, the system comprises a local position sensing 
system that senses a position of the at least one print head relative to a drawing surface. 
(Saund Abstract). 

In a first embodiment of Saund, a stored image comprising image data is stored in a 
storage device. An image data signal is generated by the control mechanism for the image 
data based on the sensed position of the marking mechanism. The sensed position is 
supplied to the control mechanism and the image data signal is supplied to the marking 
mechanism by a communication system based on the image stored in the storage device. 
The marking mechanism is thus actuated by the control mechanism based on the image 
data signal so that the stored image is printed onto the whiteboard. (Saund paragraph 33 
and Saund claim 32.) In another embodiment of Saund, position sensing may employ 
computer vision. (Saund paragraphs 55-57). 

In subsequent embodiments of Saund, the whiteboard printer system 100 described 
above might be used in conjunction with a whiteboard image capture device in certain 
applications. For example, a user of the whiteboard printer system 1 00 may prepare for a 
meeting by preparing a detailed agenda in a text editor and recalling an engineering 
drawing from a CAD tool before the meeting starts. The user prints the agenda and 
drawing on the whiteboard in the meeting room using the using the whiteboard printer 
system 100. During the meeting, the printed agenda may be modified by crossing out 
items, erasing items, and printing additional items, using conventional whiteboard eraser 
and markers. The engineering drawing may be similarly modified. At the end of the 
meeting, the whiteboard may be scanned with a camera-based whiteboard scanner or 
other whiteboard image capture device. The marked-up engineering drawing may be 
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printed out and used for reference by a drafter who updates the CAD drawing. (Saund 
paragraph 69). 

An additional example in Saund illustrates further possible application of the 
whiteboard printer system 100 for interactive editing of a whiteboard's contents on a 
several-minute time scale. The initial agenda may be modified, for example, using 
proofreader markup symbols. Then, the image of the agenda is scanned and the 
proofreader markings are interpreted by image understanding software to generate a new, 
modified agenda image. The updated agenda image may then be printed onto the 
whiteboard using the whiteboard printer system 100. In general, a diagrammatic user 
interface could be used to incrementally modify whiteboard images on a several-minute 
time scale, to permit functions such as: moving and scaling items on the whiteboard; 
rearranging list items; editing engineering drawings and schematics; removing ink of certain 
colors (e.g., text in black and annotations in red such that the annotations may be 
removed). The ability to print ink on a whiteboard opens a host of new uses for whiteboards 
in integration with electronic documents and electronic document services. (Saund 
paragraph 70). 

Tideman discloses a system for automatically reproducing an image on a large 
surface, such as the external wall of a building or a billboard. A controller card is used to 
control drivers which control various motors on the image reproduction machinery. The 
image production machinery comprises a guide rail, a carriage, and a medium head 
assembly. The guide rail is suspended adjacent to the surface to be painted. During 
operation, the guide rail moves along one axis of the surface and the carriage moves 
longitudinally over the guide rail. The medium head assembly contains a plurality of 
airbrushes which are equally spaced apart with their tips aimed at a single point on the wall 
thereby producing a single pixel of various colors and shades. (Tideman Abstract). 
The Examiner stated: 

Yamada teaches a hand-held printer having optical sensors for tracking position 
of the hand-held printer [abstract], where a light indicator can be designed to 
turn "on" to continue the printing process or turn "off as an error signal to the 
user during the printing process (generate messages for an operator) on the 
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correct print medium (valid position) [col 4, In 43-62]. 
(Office Action page 13). 

The Examiner stated: 

Jinno et al. teaches that the application device is moved manually by an 
autonomous robot or cable. Jinno et al. teaches a working apparatus with a 
robot arm [Fig. 1] that can be manually operated with a joystick to reach a 
desirable position of the working surface to perform a painting work [col 6, In 46- 
57]. 

(Office Action page 1 3) 

The Examiner stated: 

Matt et al. teaches different coating materials are applied by the application 
device in parallel, where the coating materials include a ground coat, a 
conversion coat, or a fixing coat. Matt et al. teaches a method of producing an 
opaque adherent coating on a surface of a cementious substrate [abstract], 
where a cementious substrate is of a exterior of a building wall [col 1 , In 13-14], 
and a sealer (primer) layer (ground coat) is applied to the cementious substrate 
before a top coat, such as a latex paint, is applied thereon [col 2, In 5-8]. 
(Office Action page 14) 

The Examiner stated: 

Suenaga teaches detecting a color to generate the first data and second data, 
more specifically using a photoelectric transducer to generate color data that is 
incorporated into the second data. Suenaga teaches a method for enlarged 
multicolor printing [abstract], where a number of photoelectronic transducer 
elements are provided for the optical system as detecting means [col 3, In 31- 
33], where the optical system is used to detect colors of the original (image), 
which is converted into information and used to print different colors onto a 
larger surface for an enlarged image [col 3, In 10-19]. Positional data for the 
printing heads (second data) are determined by the optical system by detecting 
color [col 3, In 10-19]. The original image data can be stored into a suitable 
memory means [col 7, In 16-30] 



12 



(Office Action page 1 5) 

In contrast, each of claims 21-44, as amended, and claims 61-63 recites a method 
of applying a design to a building or civil engineering work. The method comprises, inter 
alia, receiving first data corresponding to geometric properties of features of an external 
surface of a building or civil engineering work, and generating second data, the second 
data depending on the first data and depending on data corresponding to the design; and 
controlling the paint application elements by selecting a portion of the second data, the 
portion selected being determined by the measuring step, to apply paint on the external 
surface. (Base claim 21). No reasonable combination of the art of record would have 
suggested this method of applying a design to a building or engineering work, including 
controlling paint application elements by selecting second data, interrelated with the recited 
step of generating the second data depending on first data corresponding to the geometric 
properties of the features of the external surface of the building or engineering work. This 
interrelation of features enables painting around windows, for example, as disclosed in the 
Specification translation filed July 26, 2004, page 1 lines 37-43. There would have been 
no motivation to modify the art of record to achieve this interrelation of features. 

An embodiment of Saund discloses imaging to determine placement of a stored 
image (paragraphs 33 and 62-65), but this embodiment of Saund would not have 
suggested the combination of generating second data, the second data depending on the 
first data corresponding to the geometric properties of the features of the external surface; 
and controlling the paint application elements by selecting a portion of the second data, the 
portion selected being determined by the measuring step.^ 

Other embodiments of Saund disclose that the whiteboard printer system 1 00 might 



1 . The Office Action does state that Saund uses his positional information to determine 
the portion of the "image data" that is to be reproduced. Office Action page 5, lines 5-7. 
The Office Action, however, has not established that Saund's "image data" corresponds 
to Applicants's second data. Contrary to the relative positions taken on pages 4 and 5 
of the Office Action, Saund's "image data", disclosed in Saund's paragraph 33, is not 
the same as Saund's "image data signal". 
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be used in conjunction witli a whiteboard image capture device in certain meeting 
applications (Saund paragraplis 69 and 70), but Saund does not suggest operating on the 
external surface of a building or civil engineering work. Tideman does disclose painting the 
external surface of a building, but there would have been no suggestion to combine 
Tideman with the meeting applications of these other embodiments of Saund. 

Claim 42 is patentable for the reasons discussed above, and further because it 
recites generating the first data by measuring a color of the external surface. Suenaga 
discloses a device for enlarged multicolor printing, by scanning an original color picture; 
color separation of light beams corresponding to each spot of the original picture; 
converting the light beams into electric signals; actuating spray guns, each assigned to said 
primary colors, responsive to said electric signals so that a spot on a synchronously driven 
printing medium, which corresponds to said scanned point of the original picture, is printed 
in an extremely enlarged dimension. Thus, even if Saund, Tideman, and Suenaga were 
combined, the resulting combination would still not be claim 42's combination of generating 
the first data by measuring a color of the external surface; generating second data, a 
content of the second data depending on the first data, and controlling the paint application 
elements by selecting a portion of the second data, to apply paint on the external surface. 
Suenaga does not suggest claim 42's interrelation of measuring a color of a surface and 
then applying paint to the same surface. 

Claim 43 is patentable for the reasons discussed above, and further because it 
recites generating the second data to compensate for colors on the external surface. Thus, 
even if Saund, Tideman, and Suenaga were combined, the resulting combination would 
still not be claim 43's combination of generating second data to compensate for colors on 
the external surface and depending on data corresponding to the design; and controlling 
the paint application elements by selecting a portion of the second data, to apply paint on 
the external surface. Suenaga does not suggest claim 43 interrelation of generating data 
to compensate for colors of a surface and then applying paint to the same surface. 

Each of claims 29 and 63 is patentable for the reasons discussed above, and further 
because each recites that if within a region of the external surface the step of measuring a 
position is unable to provide valid position data due to disturbed intervisibility, paint in this 
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region is applied by moving the application device from a point of valid position into that 
region, whereby the position of the paint application elements is determined by the step of 
measuring movement. (Claim 29). Saund discloses that wheels 258 may be instrumented 
with suitable rotary encoders capable of measuring the rotation of the wheels 258 with 
great precision. "Since there may be a slight delay in the processing of image-based 
information by the camera 252 and delivery to the control mechanism, rotation information 
from the rotary encoders should help to improve the estimate of the instantaneous position 
of the marking mechanism 240 as it is swiped across the whiteboard 260." (Saund 
paragraph 61). This disclosure of Saund would not have suggested claim 29's recitation 
that if within a region of the external surface the step of measuring a position is unable to 
provide valid position data due to disturbed intervisibilitv . paint in this region is applied by 
moving the application device from a point of valid position into that region. 

If the Examiner has any questions, Applicant's representative can be reached at 
703-684-4840. 



Respectfully submitted, 




Jackson Patent Law Office 
211 N. Union Street, Suite 100 
Alexandria, Virginia 22314 



DATED: 2^ ^Af^ 2^^«5 



Telephone 703-684-4840 
Facsimile 703-995-0318 
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